THL'S OPI NI ON WAS NOT__ WRI TTEN FOR PUBLI CATI ON

The opinion in support of the decision being entered today (1)
was not witten for publication in a law journal and (2) is
not bi ndi ng precedent of the Board.
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DECI SI ON ON APPEAL

This is a decision on an appeal fromthe final rejection
of claims 1, 3 through 5, 8 and 12 through 14 which are all of
the clains pending in the application.

The subject matter on appeal relates to a process for
preparing a filmfornmed of an oxi de superconductor grown on a

substrate by nol ecul ar beam epitaxy. This appeal ed subject
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matter is adequately illustrated by independent claim 13 which

reads as foll ows:

13.

A process for preparing a filmformed of an oxide

super conductor having a clean, crystalline and
superconduc-tive surface grown on a substrate by

nol ecul ar beam epi t axy,

of :

pl aci ng said substrate in a vacuum chanber;

heati ng said substrate to a tenperature in the
range of 650°C. to 750°C. ;

| ocal |y supplying an oxidizing gas in the
proximty of the substrate to produce a pressure
in a first region of said vacuum chanber in
proximty to the substrate in the range of 6 x
10-® to 8 x 10-° Torr at a background pressure

of lower than 1 x 10-° Torr; and

mai ntaining a pressure differential between said
first region of said vacuum chanber in proximty
to said substrate and a second region of said
vacuum chanber near an evaporation source,
wherein a pressure in said second region is

mai ntai ned at a pressure |lower than the pressure
in the first region of said vacuum chanber,
wherein said filmis deposited at a deposition
rate in the range of 0.5 to 2 nanoneters/ m nute.

the process conprising the steps

The references relied upon by the exam ner as evidence of

obvi ousness are:

02,

1992

DeLozanne 5,004, 721
1991
Harada et al. (Harada) 5, 143, 896 Sep

Nonaka et al., (Nonaka), "Preparation of NdBa,Cu, O. .
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01,
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in ultrahigh vacuumw th a NO, supersoni c nol ecul ar
beant, Appl. Phys. Lett., Vol. 57(26), 24 Decenber,
1990.

Schuhl et al. (Schuhl), "Atom c |ayer by atomc

| ayer growt h of DyBaCuO superconducting thin filns

by nol ecul ar beam epi taxy", Appl. Phys. Lett., Vol.

57(8), 20 August 1990.

wang et al. (Wang), "High Tc Filnms by Ml ecul ar Beam

Epi taxy", Hi gh T, Superconductor Thin Filns, L.

Correra, Editor, published by Elsevier Science

Publ i shers B. V. (1992).

Clains 1, 5, 8 and 12 through 14 stand rejected under 35
U S.C. 8 103 as being unpatentable over Harada in view of Wang
and DeLozanne while clainms 3 and 4 stand correspondi ngly
rejected over these references and further in view of Nonaka
and Schuhl respectively.

OPI NI ON

We cannot sustain any of the above-noted rejections.

I n support of his proposal to nodify the Harada process
in a manner so as to result in the here clainmed process, the
exam ner concludes that it would have been obvious for one
with ordinary skill in the art to select, retain and/or nodify
certain process features while ignoring or elimnating other

such features fromthe Harada, Wang and DelLozanne references.
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Specifically, it is the examner's conclusion that it would
have been obvious to provide the Harada process with a

pressure differential between

the substrate region and the evaporation source region in view
of

DeLozanne's teaching. Central to the exam ner's rejection,
however, is the inplicit proposition that the ordinarily
skilled artisan would have found it obvious to use the
pressure differ-ential concept taught by DeLozanne but not the
specific pressures taught by DelLozanne since these pressures
do not correspond to those here clained. Instead, the

exam ner concludes that it would have been obvious for the
artisan in applying DeLozanne's pressure differential concept
to Harada's process to enploy as a background pressure (such
as the pressure in the evaporation source region) the specific
pressure taught by Wang. As for the appellant’'s clained
pressure in the substrate region, it is significant that none

of the here applied references explicitly teach a substrate
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region pressure within the here clainmed range. Neverthel ess,
t he exam ner concludes that it would have been obvious to use
inthis region a pressure simlar to that taught by Harada and
that it would have been obvious to nodify this pressure of
Harada in a fashion so as to be within the range cl ai ned by
t he appel | ant.

Thus, viewed in its nost favorable light, the exam ner's

rejection of the independent clains on appeal requires the

selection of three different pressure parameters fromthree
different references and conbining themin such a way as to
yield the pressure differential and pressure val ues required
by the independent clainms on appeal coupled with the

nodi ficati on of one pressure paraneter while ignoring or

el imnating other pressure val ues taught by the references.

It is clear to us that the only guidance for so conbining the
applied references constitutes the appellant's own discl osure.
Plainly, therefore, the rejection before us is based upon

i nper m ssi bl e hindsi ght derived fromthe subject specification

rat her than upon sone teaching, suggestion or incentive
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derived fromthe applied prior art. WL. Gore & Associates

Inc. v. Garlock, Inc. 721 F.2d 1540, 1553, 220 USPQ 303, 312-

313.

Under the foregoing circunmstances, we cannot sustain the
examiner's 8§ 103 rejection of clains 1, 5, 8 and 12 through 14
as being unpatentable over Harada in view of Wang and
DeLozanne. Moreover, since the deficiency of this rejection
is shared by the
rejections of dependent clains 3 and 4, these dependent clains

rejections also cannot be sustai ned.

The deci sion of the exam ner is reversed.

REVERSED

JOHN D. SM TH )
Adm ni strative Patent Judge )

)

)

) BOARD OF PATENT
BRADLEY R. GARRI S ) APPEALS AND
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Adm ni strative Patent Judge | NTERFERENCES

TERRY J. OVENS
Adm ni strative Patent Judge
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